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Helping Consultants Understand and Navigate the Complexity of Patent and Royalty
issues: How Transitioning Ideas and Discoveries from Environmental Field
Applications and Experiences into Defendable Patents May Expose Consultants and
Their Clients to Infringement Litigation

Michael Scalzi (MikeScalz@iet-inc.net@iet-inc.net)
(Innovative Environmental Technology, Inc., Pipersville, PA, USA)

What is a Patent?
A patent is an exclusive right granted for an invention — a product or process that provides a new way of doing
something, or that offers a new technical solution to a problem. A patent provides patent owners with protection
for their inventions. Protection is granted for a limited period, generally 20 years.
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Mr. Ryder’s patent prosecution experience covers a vast
array of technical fields including electrical, mechanical,
computer, software, business method, Internet, video,
telecommunications, semiconductors and environmental
chemistry.

Successfully defended and filed both ex parte and inter parte
reviews on behalf of IET.

Ex parte Review Statistics since 7/1981 (as of 12/2018):

Total ex parte reexamination certificates issued (1981 — present) — 10979

a. Certificates with all claims confirmed 2337 21%
b. Certificates with all claims canceled 1339 12%
c. Certificates with claims changes 7303 67%

38 year Average = 227/yr total reexamine certificates issued
upholding the claims either in totality or with changes.

Mr. Doug Ryder

RYDER, MAZZEO & KONIECZNY 1.1c
Intellectual Property Law

BAR and COURT ADMISSIONS

« U.S. District Court, Eastern District of Pennsylvania
 United States Patent and Trademark Office, 1998
 Pennsylvania, 2001

« Maryland, 1997

EDUCATION

« University of Maryland Law School, Juris Doctor, 1996
« George Washington University, Masters of Engineering
Management, 1992

« Drexel University, Bachelor of Science in Electrical
Engineering, 1989

Doug has graciously agreed to
participate in today’s presentation
and answer any questions from
the audience.



Historical Perspective on Intellectual Property
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Food=—Literature==Art==Discovery

Patents allowed

for 14 years to

“useful, important

Lasting patent that provided and new”
Chefs in Sybaris could TOR’S
be granted a monopoly
for one year for creating

particular dishes

THE US PATENT ACT FIRST ESTABLISHED
The Roman poet Martial
referenced literary piracy when
he wrote a poem calling out
someone named Fidentinus
for their attempts to steal
his work

A patent was now also required
to be “non-obvious to other
professionals in the same field”

DEFINITION OF US PATENT ACT EXTENDED

Patents were defined as any new
invention and rights were no longer
granted for ideas or works already
in the public domain

STATU F MONOPOLIES
PASSIED IN ENGILAND

HINTS OF INTE I
PROPERTY RIGHTS IN

TUAL
RLY ROME

The Paris Convention is the
first major international treaty
aimed at intellectual property

protection across countries

PARIS CONV ION FOR THE PROTECTION
OF It ISTRIAL PROPERTY

1421 1474  1550to 1610 1624 1710 1790 1836 1849 1883 1950

IN THE

CATE DEPARTMENT
Examiners reviewed

patents to determine
if they were new

Since the 1950s, relatively few
changes have been made to
US Patent Law

The statute was passed on
June 9th, 1421 to architect
Filippo Brunelleschi

STATUTE OF ANNE
Granted 14 year copyrights
to authors over their literary

VITRUVIUS PROVES INTELLECTU/ works with the possibility of

PROPERTY THEFT
He exposed the guilty poets
who were then tried, convicted,
and disgraced for stealing the
words and phrases of others

ENGLISH CROWN GRANTS MO
Queen Elizabeth | herself granted
around 50 patents that enabled the
recipients to exercise monopolies
over manufacturing and trade of
commodities

renewing for another 14 years
if the author was alive

US PATENT

Law by 1950s required
inventors to submit a detailed
description and define the
foundation for its infringement

LAW’S ST
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The concept for U.S. patents was established by the founding fathers in Article I, Section 8 of the original U.S.
Constitution that was adopted in 1787.

It gives Congress the power to "promote the progress of science and useful arts, by securing for limited times
to authors and inventors the exclusive right to their respective writings and discoveries."

Since patents were included in the original version of the U.S. Constitution, patent rights are actually older than
such other basic American rights, such as freedom of the press and freedom of speech -- rights that were not
established until the adoption of the Bill of Rights (the first 10 amendments to the Constitution) in 1791, 14
years later.

A U.S. patent is a limited monopoly granted to an inventor by the federal government for his or her invention. A
patent gives the patent owner (or "patentee") the right to exclude others from using his patented invention
without his or her permission.
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\ ’ET What is Intellectual Property?
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Intellectual property refers to creations of the mind: inventions; literary and
artistic works; and symbols, names and images used in commerce. Intellectual
property is divided into two categories:

Industrial (Intellectual) Property includes patents for inventions,
trademarks, industrial designs and geographical indications.

Utility Patent covers the creation of a new or improved—and useful—product,
. ™ . . Dec. R W. E DISNEY X
process, or machine. A utility patent, also known as a “patent for invention,” ok Vet e
. . .. . . . . UniTep StaTis Patent Orrice. o E AR
prohibits other individuals or companies from making, using, or selling the

invention without authorization. Fig.2

Fi'g, /

Method Patents (type of utility patent) generally are about intangibles. The
rights afforded by patents do not attach to any particular, physical embodiment of
the invention. Instead, the inventor describes the invention within the patent
document itself. It is this written description and the attendant claims that govern
what the patent holder’s exclusive rights cover.

VS.

Copyright covers literary works (such as novels, poems and plays), films, music, ]
artistic works (e.g., drawings, paintings, photographs and sculptures) and 4
architectural design. Rights related to copyright include those of performing i 0 e "7&1:”&}?529
artists in their performances, producers of phonograms in their recordings, and % e
broadcasters in their radio and television programs.




Costs Associated with a Patent: $30,000 to $50,000
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Provisional Patent Application: A provisional patent application typically costs between $5,000 and $9,000 to develop the idea
and have the application prepared.

Professional Patent Search: A patent search lets inventors know if their ideas are unique enough and worth spending time and
money to develop. The cost of the search depends on the complexity. A moderately complex invention will cost between $2,000.00
and $5,000.00.

Non-provisional patent application based off provisional filing: 510,500 to $20,000.00 including legal and filing fees.

Professional Drawings: Sometimes it is required to utilize a professional draftsmen to prepare drawings and this will raise an
application's cost by approximately between $500 and $1,500.

Prosecution of the Application: Almost all patent applications will be rejected at least once after they're filed. The Examiner and the
attorney exchange office actions and responses in an attempt to get the patent application allowed. The claims of the patent may be
amended during this phase as long as there is support for the amendments in the specification. Prosecution costs can range from
$4,000.00 to $10,000.00 with the costs increasing based on the amount of back and forth with the Examiner.

Issue Fee: Once the application is allowed the applicant needs to pay an issue fee - currently $1000 (or S500 for small entity)

Maintenance Fees: Maintenance fees are paid every few years to maintain the issued patent: currently 3 1/2 years after issue
$1,600 (S800 small entity), 7 1/2 years after issue $3,600 (51,800 small entity), 11 % years after issue $7,400 ($3,700 small entity)
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PAT. NO.

10,219,518
9,637,731

9,427,786
9,221,699
9,126,245
9,126,244
8,766,030
8,147,694
7,828,974
7,531,709
7,129,388
7,044,152

’ET Presenter’s Perspective
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Title

Inhibition of methanogenesis to control wood boring insects and pestilence

Heavy metal stabilization and methane inhibition during induced or naturally occurring reducing
conditions in contaminated media

Chemical oxidation and biological attenuation process for the treatment of contaminated media
Inhibition of methane production during anaerobic reductive dechlorination

Chemical oxidation and biological attenuation process for the treatment of contaminated media
Use of encapsulated substrates that control the release rates of organic hydrogen donors
Utilization of ferric ammonium citrate for in situ remediation of chlorinated solvents

Method for the treatment of ground water and soils using mixtures of seaweed and kelp
Method for the treatment of ground water and soils using dried algae and other dried mixtures
Method for accelerated dechlorination of matter

Method for accelerated dechlorination of matter

Apparatus for in-situ remediation using a closed delivery system

12 Issued Patents — 4 Pending Patents



What is Intellectual Property Infringement?

Technology Business
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Competitive
Environment

Receiving a patent doesn’t give the patent holder complete protection against infringement.

When a patent is threatened, patent holders must take more drastic measures to protect their interests. Patent
litigation includes legal actions, and may result in monetary damages or an injunction against the infringement.

Patent holders must bring infringement within six (6) years from the date of infringement; if the suit is not
brought in this time limit, it is time-barred, ratifying the infringement. While patent litigation proceeds much like
any other federal case, the complicated legal issues surrounding patent validity and infringement are reserved for
the court's determination, although some patent litigation cases use juries for other aspects of the overall case.

The value of a patent is directly proportional to the vigilance the patent owner takes in enforcing it.



What is Intellectual Property Infringement?

Technology Business
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Competitive
Environment

Patent Infringement:

Selling, offering to sell, using, or manufacturing a patented product without the owner’s permission (by license, waiver,
or other contract) can constitute infringement and expose the unauthorized seller/user/manufacturer to liability, even if
the infringement was unintentional.

Direct Infringement:
Actively engaging in a prohibited use of someone else’s patented property.

Induced Infringement:
Actively inducing someone to make prohibited use of someone else’s patented property.

Contributory Infringement:
Contributing to the unauthorized use of someone else’s patented property can also constitute infringement under

patent law.



@'ET Who is Liable in Intellectual Property Infringement?
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The Company The Corporate Officer(s) The Customer

In the usual patent infringement case, a patent owner sues a company for patent infringement. Sometimes individuals,
particularly corporate officers, are named as co-defendants with their company. Generally, the "corporate veil" shields
corporate officers from liability for tortious conduct, such as patent infringement, occurring in the regular course of
their employment.

The exception occurs. When the corporate officer actively aids and abets in the patent infringement committed by the
corporation the corporate officer may be found personally liable for inducing infringement, even if the corporation is
not the alter ego of the corporate officer. The patent infringement statute, 35 U.S.C. 271, provides for liability both for
direct infringement and for indirect infringement (active inducement or contributory infringement). A corporate
officer may be found personally liable as a direct infringer only if the corporate veil is pierced. In comparison, a
corporate officer may be found personally liable as an indirect infringer if sufficient evidence of personal culpability is
shown.

Patent owners can sue anyone up and down the chain of distribution for infringement of patent. Manufacturers,
distributors and end users are all possible litigants. For example, the end user can be sued for using the patented
invention. The distributor can be sued for selling the patented invention. The manufacturer can be sued
for making and selling the patented invention. Not only can the manufacturer and distributor be sued for direct patent
infringement, as discussed above, they can also be sued for indirect patent infringement if they induce another (e.g.,
end user) to infringe or contribute to the infringement of another by providing a key part of a larger, patented invention.



Who is Liable in Intellectual Property Infringement?
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A customer of the manufacturing infringer who uses the infringing product also directly infringes under the using
clause.' Under the selling clause, a customer who resells the infringing product is also a direct infringer. Furthermore,
a patent that includes component and system claims or combination and subcombination claims can be directly
infringed by both the competitor who sells the component and its customer who uses the component.

Section 271(c) defines the tort of contributory infringement." Contributory infringement requires the sale of a
component of a patented machine, combination or composition, or a material or apparatus for use in practicing a
patented process, which constitutes a material part of the invention." However, for this activity to constitute
contributory infringement, the contributory infringer must know that the component, material or apparatus is
specially made or adapted for use in a patent-infringing process."



Protecting Yourself from Infringement Charges
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CONTRACYTY

Make sure you do not sign a services agreement that has you or your company
representing or warranting that your dellverables will be “free from infringing
the rights of third-parties” (especially patents,),. unless your client or customer is
willing to conduct the appropriate patent search before giving you “the
specifications. Never sign an agreement with an indemnity clause indicating
you'll hold your customer or client harmless for any third-party cause of action
for a patent infringement dispute.
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(57) ABSTRACT

Accelerated dechlorination of soil and water contaminated
with chlorinated solvents is achieved by stimulating anaero-
bic microorganisms and thus increasing the rate of biologi-
cal mineralization of the solvents. This i1s accomplished by
a treatment process consisting of colloidal suspension of
metal powder, an organic hydrogen donor, chemical oxygen
scavengers in solution with essential nutrients, and vitamin
stimulants such as B2 and B12 delivered via compressed
gases N or CO2 so as not to oxygenate an environment
targeted for anaerobic processes. The treatment stimulates
naturally occurring microorganisms while oxidizing dis-
solved phase target compounds via the surface action of the
iron particles resulting in the breakdown of chlorinated
solvents such as tetrachloroethene, trichloroethene, carbon
tetrachloride and their daughter products.
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Reexamine Text
1. A method for accelerated anaerobic dechlorination of
wubsoil [matter], comprising the steps of:
supplying a mixture including a zero valent metal into

ZVI + Organic Hydrogen Donor

[soil] permeable pathways in the subsoil that chlovi-
nated solvents have migrated to in order to [biologi-
cally react with the] reduce concentrations of dissolved
chlorinated solvents in [the] groundwater via chemical
reactions with a surface of the zero valent metal pro-
viding a hyvdrogen source via hvdrolysis of the ground-
water at the surface of the zero valent metal and
evolution of hvdroxides. and

supplying an organic hydrogen donor into the [s0il]
permeable pathways 10 provide a hydrogen source via
the fermentation of the oreanic hvdrogen donor and
produce dechlorinating conditions such that indigenous
anaerobic bacteria biodegrade residual concentrations
of chlorinated solvents, wherein combined use of the
zero valent metal and the organic hvdrogen donor
together in the permeable pathways accelerate dechlo-
rination of contaminants in the subsoil and dechlori-
nate intermediates of the chlorinated solvenis.

[ ] Deleted Text; Italicized is inserted text

9. The method of claim 1 wherein said organic hvdrogen
donor is from the group consisting of lactate, propionate,
chitin, butyrate. acetate, sugars, glycerol tripolvlactate, xyli-
tol pentapolylactate, and sorbitol hexapolylactate.

SS Spent in last 5 years defending 709’ = $2,150,000.00
1 License and 5 sublicenses issued

Terms and conditions of licenses vary

— Check with your contractor or the
patent owner
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» Patent infringement is when a business or individual infringes on a patented invention without the patent
holder's permission. A person infringes on a patent when they make, use, sell, or offer to sell patented items.

» Under the United States Code, you are a direct infringer if you make, use or sell within the United States
an invention — whether a device or process — protected by a patent that hasn’t expired.

» To avoid infringement, an individual or business who wants to use a product needs a commercial license to
use the patented item.

» If you believe a process or a product may infringe on a patent check with your supplier or vendor. Use
indemnification clause in contracts

» You induce infringement by encouraging others to perform acts of direct infringement. For example, assume
a patent exists for the use of ZVI and organic hydrogen donor and you issue an RFP for utilization of that
technology (‘709), then you are guilty of Induced Infringement.



709 Licenses

» ’E I Confirm with patent owner that
the process and supplier being used

Innovative eEnvmonme ntal Technologies, Inc. . . . .
will not incur infringement exposure

Innovative Environmental Technologies, Inc.
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Exclusive Licensee

Lerra SYStemS E®S Remediation LLC

REDOX TECH, LLC.
k\gﬁ: sus @ PeroxyChem

Sublicensees







